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1 . The reply filed on 8-27-07 is not fully responsive to the prior Office Action 
because of the following omission(s) or matter(s):The examiner made it clear in 
the species requirement that if the applicant elected species V there are two sets 
of subspecies. The examiner even gave an example of the proper way to 
respond IF the APPLICANT elected one of the subspecies. Yet the applicant has 
not elected subspecies. If the applicant elected species V, one of the transmitter 
subspeces A-C AND one of subspecies D-G. See 37 CFR 1.111. Since the 
above-mentioned reply appears to be bona fide, applicant is given ONE (1) 
MONTH or THIRTY (30) DAYS from the mailing date of this notice, whichever is 
longer, within which to supply the omission or correction in order to avoid 
abandonment. EXTENSIONS OF THIS TIME PERIOD MAY BE GRANTED 
UNDER 37 CFR 1.136(a). 

This application contains claims directed to the following patentably 
distinct species: 

Species I) figure 17 

Species II) figure 19 

Species III) figure 20 

Species IV) figure 21 

Species V) figure 5 

The species are independent or distinct because they have mutually 
exclusive characteristics. 

It would appear that under species V there are two sets of subspecies. 
One is drawn toward the transmitter side and the other is drawn toward the 
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receiver side. If the applicant elects species V, he must also elect one 
subspecies from the transmitter subspecies and one subspecies from the 
receiver. (For example, "I elect species V drawn toward figure 5. I also elect 
subspecies A drawn toward figure 8 and subspecies D drawn toward figure 7. 
The claims that read on this election are..."). If the following subspecies are 
subspecies of species l-IV, the applicant should elect such subspecies, as well 
as, the species. 

Transmitter subspecies: 

Subspecies A) figure 8 

Subspecies B) figure 9 

Subspecies C) figure 12 
Receiver subspecies: 

Subspecies D) figure 7 

Subspecies E) figure 10 

Subspecies F) figure 1 1 

Subspecies G) figure 13 
The subspecies are independent or distinct because they have mutually 
exclusive characteristics. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed 
species for prosecution on the merits to which the claims shall be restricted if no 
generic claim is finally held to be allowable. Currently, claims 1 , 23 and 45 are 
generic. 
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Applicant is advised that a reply to this requirement must include an 
identification of the species that is elected consonant with this requirement, and a 
listing of all claims readable thereon, including any claims subsequently added. 
An argument that a claim is allowable or that all claims are generic is considered 
nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to 
consideration of claims to additional species which depend from or otherwise 
require all the limitations of an allowable generic claim as provided by 37 CFR 
1 .141 . If claims are added after the election, applicant must indicate which are 
readable upon the elected species. MPEP § 809.02(a). 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) 
if one or more of the currently named inventors is no longer an inventor of at 
least one claim remaining in the application. Any amendment of inventorship 
must be accompanied by a request under 37 CFR 1.48(b) and by the fee 
required under 37 CFR 1.1 7(i). 

2. In regard to the applicants remarks with regard to the restriction, the 
sections that the applicant quotes from the MPEP are drawn toward restriction 
requirements (not species requirements). With regard to the applicants' quotes 
from MPEP 808, the applicant should see MPEP 808.01 which clearly says that 
"Where there is no disclosure of a relationship between species (see MPEP 
§806.04(b)), they are independent inventions." Further, a PTO memo of 4-25-07 
was sent to the examiners stating that "The current form paragraphs... 
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concerning election of species have caused confusion for some patent 
examiners and applicants. The current form paragraphs require an examiner to 
provide an explanation as to why the species are independent or distinct; the 
revised form paragraphs provide such explanation (i.e. "the mutually exclusive 
characteristics"). Using the revised form paragraphs, the examiner need only 
identify the species and identify the generic claim(s) (if present)." True species 
are mutually exclusive. The only reason that species should not be restricted is 
in the case that they are obvious over each other or so close in relationship that 
they do not require extra work by the examiner. It is clear from the numerous 
embodiments, claims, figures and areas that need to be searched that there is a 
serious burden on the examiner. Only someone that is not going to examine the 
case could say that such an unbelievable burden would not require an 
unbelievable amount of work to be done. If the applicant feels that the different 
embodiments should be worked on together, the applicant can state that they are 
obvious variants of each other, this is a valid reason for species to be examined 
together, but the examiner will use the applicants' statements taht they are 
obvious in rejections. 

The applicant argues that figures 19, 20 and 21 are specific embodiments of 
figure 5 (and it would appear that the applicant is arguing that they should not be 
separate embodiments from figure 5). This might be true if not for the presence 
of the subspecies that are included above. Because the subspecies are 
separate embodiments from figures 17, 19, 20 and 21. The examiner will restate 
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the restriction requirement in italics in a different way below (which means the 
same as the above restriction requirement). 

This application contains claims directed to the following patentably 
distinct species: 

Species I) figure 17 

Species II) figure 19 

Species III) figure 20 

Species IV) figure 21 

Species V) It would appear that under species V there are two sets of 
subspecies. One is drawn toward the transmitter side and the other is drawn 
toward the receiver side. If the applicant elects species V, he must also elect one 
of the following subspecies from the transmitter subspecies and one subspecies 
from the receiver. (For example, "I elect species V. I also elect subspecies A 
drawn toward figure 8 and subspecies D drawn toward figure 7. The claims that 
read on this election are . . ."). If the following subspecies are subspecies of 
species l-IV, the applicant should elect such subspecies, as well as, the species. 
Transmitter subspecies: 

Subspecies A) figure 8 

Subspecies B) figure 9 

Subspecies C) figure 12 
Receiver subspecies: 

Subspecies D) figure 7 

Subspecies E) figure 10 



Application/Control Number: 10/761,923 
Art Unit: 2613 



Page 



Subspecies F) 



figure 11 



Subspecies G) 



figure 13 



The species are independent or distinct because they have mutually 
exclusive characteristics. 

The subspecies are independent or distinct because they have mutually 
exclusive characteristics. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed 
species for prosecution on the merits to which the claims shall be restricted if no 
generic claim is finally held to be allowable. Currently, claims 1, 23 and 45 are 
generic. 

Applicant is advised that a reply to this requirement must include an 
identification of the species that is elected consonant with this requirement, and a 
listing of all claims readable thereon, including any claims subsequently added. 
An argument that a claim is allowable or that all claims are generic is considered 
nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to 
consideration of claims to additional species which depend from or otherwise 
require all the limitations of an allowable generic claim as provided by 37 CFR 
1.141. If claims are added after the election, applicant must indicate which are 
readable upon the elected species. MPEP § 809.02(a). 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) 
if one or more of the currently named inventors is no longer an inventor of at 
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least one claim remaining in the application. Any amendment of inventorship 
must be accompanied by a request under 37 CFR 1.48(b) and by the fee 
required under 37 CFR 1. 17(i). 

The applicants' arguments that the MERE 85 claims are all drawn to 
inventions in class 455 (the examiner works in class 398-optical 
communications), this argument is not persuasive. It is clear that the different 
emodiments would require using different art for the different embodiments which 
would require a great burden for 85 claims (unless they were obvious varians). 
Clearly only someone that was not going to have to examine the case would say 
such a statement. 

The applicant does not argue that there are not subspecies, just that the 
applicant cannot figure out what the subspecies are or why they are restricted is 
not persuasive. They are mutually exclusive. The applicant must understand 
that figures 8, 9, 12, 17, 19, 20 and 21 have mutually exclusive transmitters. Just 
as figures 7, 10, 11, 13, 17, 19, 20 and 21 have mutually exclusive receivers. If 
the applicant has evidence that such are not mutually exclusive, he should give 
evidence. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Leslie Pascal whose telephone number is 
571-272-3032. The examiner can normally be reached on Monday- Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Jason Chan can be reached on 571-272-3022. The fax 
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phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
91 99 (IN USA OR CANADA) or 571 -272-1 000. n 




Leslie Pascal 
Primary Examiner 
Art Unit 2613 



